TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore CALVERT, METZ and PATE, Adninistrative Patent Judges.

CALVERT, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1, 3

and 5 to 15, all the clains remaining in the application.

! Application for patent filed June 2, 1993.
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Clainms 1 and 12, the two i ndependent clains, are
illTustrative of the subject matter involved, and are
reproduced in the appendi x hereto.

The references applied in the final rejection are:

Bergstromet al. (Bergstron 4,249, 076 Feb. 3, 1981
Wade 4, 250, 266b. 10, 1981
Chtake et al. (Ohtake) 4,314, 029 Feb. 2, 1982
Ber ezi at 4,456, 138 June 26, 1984
Bellio 4, 735, 508 Apr. 5, 1988
Pail | er 4,907, 443 Mar. 13, 1990
Storar et al. (Storar) 5,088, 612 Feb. 18, 1992
Wat ers 0 340 902 Nov. 8, 1989

(Eur opean patent application)

The appeal ed clains stand finally rejected under
35 U.S.C. 8 103 on the foll ow ng grounds:

(1) dainms 1, 3, 5, 6, 8, 12 and 15, unpatentable over
Waters in view of Bergstrom Bellio and Pailler.

(2) daim7, unpatentable over the conbination of
references applied in ground (1), further in view of Wade.

(3) dainms 9 to 11, unpatentable over the conbination of
references applied in ground (1), further in view of Ohtake.

(4) dains 13 and 14, unpatentabl e over the conbination
of references applied in ground (1), further in view of Storar

and Berezi at.



Appeal No. 97-3097
Application 08/030, 488

Considering first the rejection of clains 1 and 12, the
initial issue is whether the diaphragm 32 of Waters can nove
to a concave configuration, and if so, whether such
configuration is detected. The examner, fromthe remarks in
t he second paragraph on page 10 of the answer, appears to be
of the opinion that it can.

W believe that the exam ner has m sconstrued Waters’

di sclosure. In the first place, it appears to be virtually

i npossi bl e, froma physical standpoint, for the Waters

di aphragm 32 to nove to a concave configuration, since it is
underl ain by disk 24, described as “substantially rigid”
(colum 4, line 15). At nost, if the pressure in the

contai ner were to fall |ow enough, the diaphragm 32 m ght
protrude downward (inward) through hole 26 in disk 24,

al t hough hole 26 is shown as being of a nuch smaller dianeter
than the dianmeter of the diaphragm 32. W note, however, that
such i nward novenent of the diaphragmis evidently not
contenpl ated by Waters, who appears to be concerned only with
det ecting m croorgani sns which generate gas and cause a

pressure increase in the container (colum 5, lines 44 to 48).
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Secondly, we disagree with the exam ner’s finding that
“the scope of Waters includes neasurenent of the done
protrusion in both directions [inward/concave and
out war d/ convex]” (answer, page 10). Witers does discl ose
nmeans for detecting a convex configuration of the diaphragm
in that the top of the container is provided with a done 16
into which the di aphragm expands when the pressure in the
container increases, and is detected by |ight source 52 and
phot odet ect or 48; however, we find no disclosure or suggestion
of any neans for detecting an inward (concave) configuration
(assum ng that such configuration were possible). The
exam ner evidently bases the above-quoted finding on Waters’
di scl osure at colum 3, lines 9 to 13, that the central area
of the diaphragmis “easily novable by pressure differences
across the nmenbrane to a plurality of positions including that

of a done protruding in the direction of |ower pressure”

(exam ner’s enphasis). However, we do not take this to be a
di scl osure that the donme would extend into the container, but
rather, read in context, the “lower pressure” to which this
| anguage refers is the pressure outside the container, when

the pressure within the container has becone greater than the
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pressure in the incubator (see colum 5, lines 49 to 56).
Thus, this |anguage nerely indicates that the di aphragm
protrudes outwardly as a done, not that it may assune concave
or convex configurations, or be detected or neasured in a
concave configuration.

The exam ner recognizes that (answer, page 5):

Wat ers does not teach a di stance neasuring device

for neasuring the conformation or position of the

flexible portion, using a portion adjacent to the

flexible portion as a reference, or a |aser used for

t hat purpose.

Bergstrom Pailler and Bellio are therefore cited as evi dence
of the obviousness of these features.

Having fully considered the record in light of the
argunments presented in appellants’ brief and in the exam ner’s
answer, we conclude that the subject matter recited in clains
1 and 12 is patentabl e over the references applied.

The Bergstromreference does di scl ose, as the exam ner
notes, a prior art systemfor the neasurenment of pressure in a
container by “analysis” of the light reflected froma flexible
menbrane in the wall of the container (colum 1, lines 11 to

27), but does not disclose what analysis is to be perforned.

As far as the patentee’s own invention is concerned, the
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di sclosure is insufficient as a teaching applicable to
appel l ants’ cl ai ned invention, because the structure and
operation of the pressure transducer are not described (colum
4, lines 48 to 55).

The Pailler patent does not disclose a systemfor
nmeasuri ng both convexity and concavity of a container closure,
but rather nust be designed to do one or the other (colum 7,
line 39 to columm 8, |ine 17). The apparatus disclosed by
Bellio evidently woul d be capabl e of neasuring either
convexity or concavity of the end of a container, although
such is not specifically disclosed and does not appear to have
been cont enpl at ed.

We do not consider that Waters, in conbination with any
or all of Bergstrom Pailler and Bellio, would suggest the
cl ai med nmet hod or apparatus to one of ordinary skill in the
art. As discussed above, Waters discloses only neasuring the
position of the diaphragmin its convex configuration. Even
if the Bellio patent were to teach the measurenent of the
convex and concave configurations of a container, what

notivation would there be to apply such teaching to the Waters
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apparatus, when Waters is not concerned with concavity of the
di aphr agn?

Moreover, we find no disclosure in any of these
references which would teach one of ordinary skill to use a
portion of the container adjacent the diaphragmas a
reference, as recited in clainms 1 and 12. The exam ner
asserts that this would have been obvi ous (answer, page 11),
but in support of this assertion does not point to any
evi dence of doing so with a |laser distance neasuring system
The portion of Bellio cited (colum 1, lines 13 to 16)
concerns a prior art systemusing a dial indicator, and not to
an optical system

The rejection of clains 1 and 12, and of clains 3, 5, 6,
8 and 15 dependent thereon, will not be sustained. Since the
Wade, Ohtake, Storar and Bereziat references do not supply the
deficiencies noted with regard to the rejection of clains 1
and 12, the rejections of clains 7, 9 to 11, 13 and 14 w |

| i kewi se not be sustai ned.
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Rej ection Under 37 CFR 8§ 1.196(hb)

Pursuant to 37 CFR 8§ 1.196(b), clains 10, 11, 13 and 14
are rejected for failure to conply with the second paragraph
of 35 U S.C. § 112.

The test of whether a claimconplies with § 112, second
par agraph, is

whet her the cl ai m|anguage, when read by a person of

ordinary skill in the art in light of the

specification, describes the subject matter with
sufficient precision that the bounds of the clained

subject matter are distinct.

In re Merat, 519 F.2d 1390, 1396, 186 USPQ 471, 476 (CCPA

1975). In the present case, claim 10 recites:

10. A nethod according to claim9 wherein each contai ner
di spl ays a uni que nmachi ne-readabl e identifying reference, such
as a bar-code.
The bounds of the subject matter clained by this claimare not
di stinct, because the expression “such as a bar code” makes it
uncl ear as to whether the claimcovers (i) all “unique
machi ne-readabl e identifying reference[s],” (ii) only such

references as are in sonme way simlar to a bar code, or (iii)

only a bar code. See Ex parte Steigerwald, 131 USPQ 74, 75

(Bd. App. 1961), and Ex parte Hall, 83 USPQ 38, 39 (Bd. App.
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1948). daim 10, and claim 11 dependent thereon, therefore do
not conply with the statute.

Caim13 is drawn to a cover, as follows:

13. A cover which can be fitted to a septum seal ed
culture bottle, the cover incorporating |ocating neans, that
can enable the bottle and cover to be positively located in a
cont ai ner hol di ng neans of an apparatus according to claim12.
The reference to claiml1l2 in this claimrenders it (and
dependent claim 14) indefinite. It is not clear whether claim
13 is intended to be drawn to (i) a cover per se, in which
case it cannot be determ ned what limtations, if any, of
claim12 are included in it, or (ii) a cover in conbination
with the apparatus of claim1l2, in which case the preanble is
m sleading (this latter interpretation seens to be the one
adopted by the exam ner).

Concl usi on

The exam ner’s decision to reject clains 1, 3 and 5 to 15
is reversed. Cains 10, 11, 13 and 14 are rejected pursuant
to 37 CFR 8§ 1.196(b).

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences

based upon the sanme record nust be filed within one nonth from

the date of the decision. 37 CFR § 1.197. Should appellants
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el ect to have further prosecution before the exam ner in
response to the new rejection under 37 CFR 8 1.196(b) by way
of amendnent or showi ng of facts, or both, not previously of
record, a shortened statutory period for maki ng such response
is hereby set to expire two nonths fromthe date of this
deci si on.

No tinme period for taking any subsequent action in
connec-tion with this appeal may be extended under 37 CFR §
1.136(a).

REVERSED 1. 196(b)

W LLIAM F. PATE, I
Adm ni strative Patent Judge

| AN A, CALVERT )
Adm ni strative Patent Judge )
)
|
ANDREW H. METZ ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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Cushman, Darby & Cushman
1100 New York Ave., N W

Ni nt h Fl oor

Washi ngton, DC 20005-3918
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APPENDI X

1. In a nethod of nonitoring the growh of mcro-
organisns in liquid culture in a gas-tight container
i ncorporating a flexible diaphragm capable of noving in
response to pressure changes within the container, by
detecti ng di spl acenent of the diaphragm the inprovenent
wherein the position or confirmation of the diaphragmis
repeatedly sensed using a | aser as distance-neasuring neans,
and wherein a portion of the container adjacent the di aphragm
Is used as a reference against which all relative positiona
or conformati onal changes of the diaphragm are detected, said
di aphragm bei ng capabl e of novi ng between concave and convex
configurations in response to pressure changes within the
cont ai ner.

12. Apparatus for nonitoring the growmh of mcro-
organisnms in liquid culture, conprising

means for holding an array of gas-tight containers each
containing a liquid test sanple and each incorporating a
fl exi bl e di aphragm capabl e of nobving in response to pressure

changes within the contai ner,
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di stance neasuring neans, in the formof a |aser, capable
of detecting changes in position or conformati on of each
di aphragm said | aser being arranged with respect to the
cont ai ner such that a portion of the container adjacent the
di aphragmis used as a reference against which all relative
positional or conformational changes of the di aphragm are
det ect ed, sai d di aphragm bei ng capabl e of novi ng bet ween
concave and convex configurations in response to pressure
changes within the container,

nmeans for providing relative novenent between the
contai ners and the distance-neasuring neans for repeatedly
presenting the containers individually in turn to the
di st ance- neasuri ng neans, and

neans for recording and/ or displaying data obtai ned from

t he di stance neasuring neans.



